REMARKS 

This is responsive to an Office Action mailed on July 17, 2007. The Office 
Action rejected claims 1-5. The application currently includes claims 1-5. 

The Office Action rejected claims 1-5 under 35 USC § 102(e) as anticipated by or 
in the alternative under 35 USC § 103(a) as being obvious over the Min patent. The Office 
Action alleges that the Min patent discloses an illuminating system comprising a tubular retractor 
having a distal end, a fiber optic cable disposed and a tubular retractor that illuminates 
substantially an entire circumference of the distal end where the cable is positioned at least one 
half inch from the distal end of the retractor. The Office Action alleges that the Min patent 
discloses the claimed invention including a tubular retractor that is a dilator that is extendable in 
a lateral direction, wherein the speculum members can be separated and extending the width of 
the opening between the members. The Office Action alleges that the Min patent also discloses a 
light-carrying case wherein the light-carrying case is at least partially disposed in the tubular 
retractor and the fiber optic cable is at least partially disposed within the light-carrying case. The 
Office Action alleges that the Min patent discloses that the fiber optic cable can be encased 
within the tubular retractor wall as disclosed at Col. 4, lines 62-65. The Office Action alleges 
that the Min patent discloses that fiber optic bimdles are retained within passages within the 
member and the Office Action alleges that this statement is being interpreted as being fiiUy or 
partially encased within the wall of the retractor. 

Applicant respectfiiUy disagrees that independent claim 1 is anticipated by the 
Min patent. An element of independent claim 1 includes a fiber optic cable having an end 
wherein the fiber optic cable and its end are encased within the tubular retractor wall. 

There is no disclosure in the Min patent of the fiber optic cable being encased 
within the tubular wall. Rather the Min patent discloses that fiber optic bundles or fiber 44 and 
46 extend as light elements either on an internal surface 48 of the speculum member 34 or are 
retained within passages within the member 34. (Col. 4, lines 62-65). Referring to Figures 1, 2, 4 
and 5 it is clear that portions of the fiber optic cables protrude into the retractor opening. 
Therefore, the fiber optic cables are not encased within the wall of the retractor as alleged. 



Applicant also disagrees that the phrase "retained within a passage within the 
member" can be interpreted as being fully encased within the wall of the retractor as claimed. 
The definition of encased means to enclose in or as if in a case. The definition of encased was 
previously submitted with the Response After Final mailed on August 16, 2006. In contrast, a 
passage is a way of exit or entrance: a road, path, channel or course by which something passes. 
The definition was previously submitted with the Response After Final mailed on August 16, 
2006. A passage by definition does not mean that something is fiiUy encased. 

Further, referring to FIGS. 1 and 4 of the Min patent, the passage referred to in the Office 
Action has an opening substantially along the length of the tubular wall. Therefore, the passage 
as disclosed in the Min patent is a channel and cannot be interpreted as disclosing a fiiUy encased 
fiber optic cable as claimed. 

The benefit of having a fiilly enclosed fiber optic cable includes the elimination of 
shadows on opposite side of the tubular retractor. This is why only one fiber optic cable is 
necessary to fiill eliminate the circumference of the distal end of the tubular retractor as claimed. 
In contrast, the Min patent requires four fiber optic cables evenly spaced apart presumably to 
provide enough light to illuminate the surgical site through the distal end of the tubular retractor 
and also to reduce the effect of the shadows created by having a partially contained fiber optic 
cable within the tubular wall in the Min patent retractor. 

Therefore, Applicant respectfiilly submits that independent claim 1 was 
improperly rejected as being anticipated by the Min patent. Reversal of the anticipation rejection 
of claim 1 is respectfiiUy requested. 

Claim 2 was also improperly rejected as being anticipated by the Min patent for 
the reasons stated with respect to independent claim 1. Reversal of the anticipation rejection of 
claim 2 is respectfully requested. 

Applicant respectfiiUy submits claims 3-5 are not anticipated by the Min patent. 
Claim 3 defines the invention as including a light-carrying case that at least partially encases the 
tubular retractor and a fiber optic cable having an end and where the end of the fiber optic cable 
is at least partially disposed within the light-carrying case wall. There is no disclosure in the Mm 



patent of a fiber optic cable being at least partially disposed within a wall of a light-carrying case 
as claimed in claim 3. 

The Office Action alleges that the Min patent includes a light carrying case that at 
least partially encases the tubular retractor and where the fiber optic cable has an end and is at 
least partially disposed with the end within the light carrying case wall. Referring to column 5, 
lines 48-61, the Min patent discloses a closed sleeve member that fits over the members 34 and 
36 for inserting into the appropriate body cavity. The sleeve includes parallel segments 62 which 
are arranged circumferentially around the forward end 64 of the sleeve. The segments have a 
shape mtmor/ characteristic such that when the blades 34, 36 are removed the sleeve balloon 
outwardly and thereby smoothes out the contours of the cavity to provide an enhanced inspection 
and access. 

There is no disclosure in the Min patent of fiber optic cable being at least partially 
disposed within the sleeve. Rather the speculum includes fiber optic cables positioned within 
passages in the wall where the cables protrude into the speculum opening. The speculum cannot 
be considered to be both the retractor and the light-carrying case as the retractor and the light- 
carrying case are claimed as separate elements. Therefore, the Min patent does not disclose a 
light-carrying case having a fiber optic cable with an end at least partially disposed within the 
light-carrying case wall as claimed. 

For the foregoing reasons, the Min patent does not disclose each and every 
element of independent claim 3. Therefore the Office Action erroneously rejected independent 
claim 3 as being anticipated by the Min patent. Reversal of the anticipation rejection of 
independent claim 3 is respectfully requested. 

Claims 4 and 5 were also improperly rejected as being anticipated by the Min 
patent for the reasons stated with respect to independent claim 3. Reversal of the anticipation 
rejections of claims 4 and 6 are respectfully requested. 

The Office Action also alleges that claims 1-5 were also made obvious by the 
combination of the Min patent in view of the Hossain et al. U.S. Patent No. 6,063,021. The 
Office Action alleges that the Hossain patent discloses the light source that is buih into the wall 



that avoids shadows and facilitates the surgical operations taking place. The Office Action 
concludes that it would have been obvious to one skilled in the art at the time the invention was 
made to make the retractor of Min with the fiber optic cable encased in view of the Hossain 
patent in order to have a retractor with more space for the surgeon to work in. 

Applicant respectfully disagrees that either independent claim 1 or 3 is made 
obvious by the combination of the Min patent in view of the Hossain patent. The Min patent 
does not disclose an encased fiber optic cable within a tubular retractor wall as defined in claim 1 
or a fiber optic cable at least partially within a light-carrying case as claimed in claim 3. The Min 
patent discloses a plurality of fiber optic cables which are partially encased within a wall of a 
retractor. 

Contrary to the allegations contained in the Office Action, the Hossain patent does 
not disclose a light source that is built into the wall and therefore does not cure the deficiencies 
of the Min patent. Referring to FIG. 8 of the Hossain patent, the fiber optic cable 102 is 
connected to a light transmitting element 104. There is no disclosure of the fiber optic cable 102 
being encased within the element 104. Rather, an end of the fiber optic cable 102 is connected to 
the element 104. Therefore, the Hossain patent does not disclose a light source such as a fiber 
optic cable that is buih into the wall that avoids shadows and facilitates surgical operations that 
are taking place. Therefore, neither the Min patent nor the Hossain patent disclose a fiber optic 
cable encased within either a tubular retractor as claimed in claim 1 or a fiber optic cable at least 
partially encased within a light-carrying case as claimed in claim 3. 

Further, the combination of both of the references would not teach one of ordinary 
skill in the art to encase a fiber optic cable within either the light-carrying case or the tubular 
retractor as claimed or partially encased within a light-carrying case, as neither disclose such a 
structure. Rather, the Min patent discloses utilization of multiple fiber optic cables partially 
encased within the tubular retractor and the Hossain patent discloses a fiber optic cable having an 
end attached to an element 104. One skilled in the art would not view the teachings of the 
Hossain patent where a fiber optic cable is attached to the element at an end of the cable without 
the cable being encased within the element of the Min patent where a plurality of fiber optic 



cables are only partially encased within the tubular retractor to find claims 1 or 3 obvious. 

Applicant respectfully submits that claims 1-5 are not made obvious by the 
combination of the Min patent in view of the Hossain patent. Reconsideration and allowance of 
claims 1-5 are respectfully requested. 



application is in allowable form. Reconsideration and allowance of claims 1-5 are respectfully 
requested. 

The Director is authorized to charge any fee deficiency required by this paper or 
credit any overpayment to Deposit Account No. 23-1 123. 

Respectfully submitted, 

WESTMAN, CHAMPLIN & KELLY, P.A. 



For the foregoing reasons, Applicant respectfully submits that the present 
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